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DETAILED ACTION 



Applicant's response was received and entered June 25, 2007. 
Claims 1-15 & 17-26 are pending. 
Claims 1 and 25 are amended. 
Application is currently pending. 

Response to Amendment 
Applicant's arguments and amendments with respect to amended claims 1-15 & 
17-26 filed June 25, 2007 have been fully considered but they are moot under new 
grounds of rejection. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 2, 9-10, 13-15 and 19-21 are rejected under 35 U.S.C. 102(b) as being 
fully anticipated by Hui et al. US Pat no. 4,660,170. 
As per claims 1,17 and 21 : 

Hui et al teaches a coupling unit adapted to be coupled between a first and a 
second unit to be tested (Figure 3, column 1, lines 5-15), said coupling unit comprising a 
first signal path that is adapted to provide a signal connection (Figure 3 "P4 P2) 
between at least one terminal of the first unit to be tested (Figure 3, "42d") and at least 
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one terminal of the second unit to be tested (Figure 3, "57d"); with said first signal path 
comprising a signal conditioning facility adapted for receiving a first signal from the first 
unit to be tested (Figure 3 # 42), for conditioning said first signal in accordance with 
predefined parameters, and for providing the conditioned first signal to the second unit 
to be tested (column 4, lines 60-65); said coupling unit further comprising a second 
signal path opposite the first signal path (Figure 3 "P1 -> P3) that is adapted to provide 
a signal connection between the at least one terminal of the second unit to be tested 
and at least one terminal of the first unit to be tested (column 6, lines 30-65); first 
switching facilities adapted for switching the signal path so as to select a signal of said 
first signal path or said second signal path (Figure 3 # 38). 
As per claim 2: 

Hui et al. teaches the coupling unit as rejected in claim 1 above, comprising at 
least one of the features: said first signal path is adapted for substantially preserving the 
first signal's information content (column 3, lines 1-10); the transmission properties of 
the first signal path are determined by said predefined parameters; said first signal is 
implemented as a single-ended signal (column 3, lines 15-40). 

As per claims 9-10: 

Hui et al. teaches the coupling unit as rejected in claim 1 above, wherein said 
first signal path is adapted to provide a differential signal connection for transmitting a 
differential signal comprising a normal signal and a complementary signal being 
complementary to the normal signal (Figure 8, column 9 lines 19-25) and the signal 
conditioning facility is adapted for deriving a common mode signal from the differential 
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signal (column 8, lines 10-30); the signal conditioning facility is adapted for deriving a 
common mode signal from the differential signal (column 6, lines 40-65). 
As per claims 13-15: 

Hui et al. teaches the coupling unit of claim 1 , comprising second switching 
facilities adapted for switching between said first signal path and a wire loop adapted for 
bypassing the signal conditioning facility of the first signal path (Figure 3 # 29), 
comprising third switching facilities adapted for switching the signal path in a way that at 
least one terminal of one of the units to be tested is connected with an external resource 
(column 5, lines 15-35), in particular with an external channel and a second conditioning 
facility (Figure 3 # 57, column 7, lines 10-20). 

As per claims 19-20: 

Hui et al. teaches the coupling unit of claim 17, wherein said signal conditioning 
facility is adapted for degrading the first signal traveling on said first signal path until the 
conditioned first signal is no longer correctly received by the second unit to be tested 
(column 10, lines 10-35), wherein said first signal conditioning facility is adapted for 
degrading the first signal traveling on said first signal path by at least one of varying the 
at least one output level of the conditioned first signal (column 6, lines 40-60). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-8, 11-12, 17-18 and 21-26 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Muris et al. US Pat no. 5,781 ,559 and further in view of Hui et 
al. US Pat no. 4,660,170. 

As per claims 1,17 and 21 : 

Muris et al. substantially teaches a coupling unit adapted to be coupled between 
a first and a second unit to be tested (column 1 , lines 5-15), said coupling unit 
comprising a first signal path that is adapted to provide a signal connection (Figure 2 # 
21a) between at least one terminal of the first unit to be tested (Figure 2, "I") and at least 
one terminal of the second unit to be tested (Figure 2, "II"); with said first signal path 
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comprising a signal conditioning facility adapted for receiving a first signal from the first 
unit to be tested (column 4, lines 50-60), for conditioning said first signal in accordance 
with predefined parameters, and for providing the conditioned first signal to the second 
unit to be tested (column 4, lines 60-65); said coupling unit further comprising a second 
signal path that is adapted to provide a signal connection between the at least one 
terminal of the second unit to be tested and at least one terminal of the first unit to be 
tested (claim 1); first switching facilities adapted for switching the signal path so as to 
select a signal of said first signal path or said second signal path (Figure 2 # 23). 

Muris et al. does not explicitly teach the use the direction of the second signal 
path to be opposite to the first signal path. 

Hui et al. in an analogous art teaches two units under test with opposite direction 
signal paths (Figure 3). It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to use a bidirectional bus to test the two units in Muris 
et al., since doing so would enable the test apparatus to test both units in one test 
procedure and isolate the error in the apparatus in a more efficient manner. Further, the 
Supreme Court has held that "a patent for a combination which only unites old elements 
with no change in their respective functions... obviously withdraws what is already known 
into the field of its monopoly and diminishes resources available to skillful men. ..The 
combination of familiar elements according to known methods is likely to be obvious 
when it does no more than yield predictable results." KSR Int'l Co. v. Teleflex Inc., 2007 
U.S. LEXIS 4745, (U.S. 2007). 

As per claim 2: 
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Muris et al./Hui et al. teaches the coupling unit as rejected in claim 1 above, 
comprising at least one of the features: said first signal path is adapted for substantially 
preserving the first signal's information content (Muris, column 3, lines 1-10); the 
transmission properties of the first signal path are determined by said predefined 
parameters; said first signal is implemented as a single-ended signal (column 3, lines 
15-40). 

As per claim 3: 

Muris et al./Hui et al. teaches the coupling unit as rejected in claim 1 above, 
wherein said signal conditioning facility comprises a comparator unit adapted for 
comparing said first signal, or a signal derived therefrom, with a predefined threshold 
level, whereby said threshold level is set in accordance with said predefined parameters 
(column 5, lines 35-50). 

As per claim 4: 

Muris et al./Hui et al. teaches the coupling unit as rejected in claim 1 , wherein 
said signal conditioning facility comprises a delay unit (Muris, column 5, lines 50-65), 
preferably a variable delay unit, adapted to provide a delay for a signal traveling on the 
first signal path. 

As per claim 5: 

Muris et al./Hui et al. teaches the coupling unit as rejected claim 4, comprising at 
least one of the features: the coupling unit further comprises a control unit adapted for 
controlling the delay of said delay unit (Muris, Figure 2 # 10); the coupling unit further 
comprises a control unit adapted for controlling the delay of said delay unit by applying 
a control signal for modifying the delay over the time; the delay induced by said delay 
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unit is controlled in order to vary at least one of a set-up time and a hold time of a digital 
data signal, wherein the set-up time represents a time between a start of a valid data 
signal and a start of a valid clock signal, and the hold time represents a time between 
the start of the valid clock signal and an end of the valid data signal. 
As per claim 6: 

Muris et al./ Hui et al. teaches the coupling unit as rejected in claim 1 , wherein 
skew is imposed on the first signal by setting the delay of the first signal path according 
to a skew signal (Muris, Figure 3), with said skew being imposed in accordance with 
said predefined parameters. 

As per claim 7: 

Muris et al./ Hui et al. teaches the coupling unit as rejected in claim 1 , wherein 
jitter is imposed on the first signal by setting the delay of the first signal path according 
to a skew signal, with said skew being imposed in accordance with said parameters 
(Muris, Figure 3). 

As per claim 8: 

Muris et al./ Hui et al. teaches the coupling unit as rejected in claim 1 , wherein 
said first signal path is adapted to provide a single-ended signal connection (Muris, 
Figure 2 # 22). 

As per claim 1 1 : 

Muris et al./ Hui et al. teaches the coupling unit as rejected in claim 1, wherein 
said signal conditioning facility comprises a driver adapted for transforming said first 
signal, or a signal derived therefrom, into an output signal with at least one output level 
(Muris, Figure 2, "TDO"), whereby said at least one output level is set in accordance 
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with said predefined parameters. 
As per claim 12: 

Muris et al./ Hui et al. teaches the coupling unit as rejected in claim 1 above, 
comprising at least one of the features: the second unit to be tested is substantially 
complementary in function to the first unit to be tested; the first and second units to be 
tested are comprised by either one device or each by a different device (Muris, column 
4, lines 25-45); the coupling unit is a loop-back unit; at least one of the units to be tested 
comprises a physical interface, in particular a serial interface such as PCI Express, 
HyperTransport, Serial ATA, Rapid IO, FibreChannel, Embedded SerDes, XAUI, with at 
least one of the terminals of the units to be tested being part of said physical interface. 

As per claim 17: 

Muris et al./ Hui et al. teaches a testing system adapted for testing at least one of 
a first and a second unit to be tested, comprising at least one coupling unit of claim 1 
that is coupled between the first and the second unit to be tested (column 6, lines 5-45), 
a signal analysis unit (Muris, Figure 2 # 28). 

As per claim 18: 

Muris et al./ Hui et al. teaches the testing system as rejected in claim 17, further 
comprising a signal source, in particular a pattern generator, adapted to provide the 
stimulus signal to the first unit to be tested (Muris, Figure 2, "TMS"). 
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Claims 21-26 are directed to the coupling unit of the test system of Claims 1-8, 
11-12 and 17-18. Muris et al. and Hui et al. teach, either alone or in combination as 
stated above, the system as set forth in the claims above. Therefore, Muris et al. and 
Hui et al. also teach either alone or in combination as stated above the coupling as set 
forth in Claims 21-26. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Saqib J. Siddiqui whose telephone number is (571) 272- 
6553. The examiner can normally be reached on 8:00 to 4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jacques Louis-Jacques can be reached on (571) 272-6962. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Busine^sjQenter (EBC) at 866-21 7-91 97 (toll-free). 



Conclusion 




